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IP Discussion

I. Patent Rights

II. Trade Secrets

Rights
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IP Dilemma

Friction:  Competition v. IP Rights

“A company’s interest in protecting its IP 
from uncompensated exploitation is as 
important as a farmer’s interest in 
protecting his seed corn.  Often companies 
will not consider jeopardizing their vested 
IP to comply with the Government’s 
contract clauses.” 

USD (AT&L) Report, Oct. 2001
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I.  The Allocation of 

Rights to Patents

Conceived Or Actually 

Reduced To Practice 

Under A Govt Contract
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Patents

Bayh-Dole Act of 1980

If contractor “plays by the 

rules,” Govt only obtains a 

nonexclusive, royalty-free 

license for “subject 

inventions”
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Patents

Subject Invention

Means any invention conceived 

or first actually reduced to practice 

in the performance of work under 

a government contract or grant
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Patents

“Actually Reduced To Practice”

“An invention is actually reduced to 
practice when it is put into 
physical form and shown to be 
operative in the environment of 
its practical contemplated use.”

Boeing v. U.S. (COFC 2006)
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Patents

“In Performance of Work…”

• Resolved by looking at scope 

of work.

• Savvy Govt Ploy:  Match 

inventor’s notebook to his 

time card
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Patents

Be cautious not to propose work that 

could produce a “subject invention” if 

company desires to enhance its 

patent portfolio for inventions that are 

likely to be discovered in performing 

the work.

-- Remember “subject invention” 

includes actually reduced to practice



Slide 10

© Jerome Gabig 2020

Patents

Definition of IR&D

“The term does not include the 

costs of effort sponsored by a 

grant or required in the 

performance of a contract.”
FAR § 31.205-18
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Patents

• Work can be “implicitly 

required” for a contract. 
U.S. v. Newport News, 276 F. Supp.2d 539

• Possible to perform both IR&D 

work and contract work in same 

subject matter if careful.
Boeing Co. v. U.S., 69 Fed. Cl. 397 (2006)
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Patents

• Disclose subject 
invention

• Elect to take title 

• File patent 
application

Must Timely:
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“Playing By The Rules”

Disclosing Subject Invention

“The Contractor will disclose 
each subject invention to the 
Federal agency within 2 months 
after the inventor disclosed it in 
writing to Contractor personnel 
responsible for patent matters.”
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“Playing By The Rules”

DD 
Form 
882
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“Playing By The Rules”

Campbell Plastics Eng.

• Campbell, an 8(a) contractor, had been  

awarded a cost-plus-fixed-fee contract by 

the Army for tooling to produce protective 

masks for aircrews  

• During the performance of the contract, 

Campbell devised a sonic welding process  
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“Playing By The Rules”

Campbell Plastics Eng.

• The contract contained FAR § 52.227-11 
entitled PATENT RIGHTS - RETENTION BY 
THE CONTRACTOR (SHORT FORM) (JUN 
1989).  

• Under the clause, Campbell was obligated to 
disclose its invention to the Government 
within 60 days after the inventor informed the 
“Contractor personnel responsible for patent 
matters.” 
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“Playing By The Rules”

Campbell Plastics Eng.

• The clause also states that, if the contractor 
does not disclose the invention within the 
sixty days, the Government can obtain the 
title to the invention

• On three occasions Campbell informed the 
COTR about the sonic welding process.  

• On the DD Form 882, Report of Inventions, 
Campbell indicated that no “subject 
inventions” had been conceived.
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“Playing By The Rules”

Campbell Plastics Eng.

• Campbell hired an attorney to prosecute a 
patent application.

• The patent application fully disclosed that the 
invention was made while performing an 
Army contract and that the Government was 
entitled to a paid-up license.  

• When the patent issued, Campbell provided a 
copy of the patent to the C.O. 
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“Playing By The Rules”

Campbell Plastics Eng.

• Because Campbell had made a 
misrepresentation on DD Form 882, the 
Army demanded that Campbell transfer 
the title to his patent to the Government. 

• Campbell appealed what he dubbed a 
“draconian penalty”.  

• The CAFC upheld the Army’s right to 
demand the title to the patent.
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“Playing By The Rules”

Electing To Retain Title

The Contractor must decide to 
retain title within:

• 8 months if large business

• 24 months if a small business
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“Playing By The Rules”

Filing Patent Application

“The contractor will file its initial 
patent application … within 1 year 
after election of title, or if earlier, 
prior to the end of any statutory 
period wherein valid patent 
protection can be obtained.”
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“Playing By The Rules”

Must “Go The Distance”

The Contractor must “continue 
the prosecution … pay the 
maintenance fees …defend in 
reexamination or opposition 
proceedings.”
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“Playing By The Rules”

Contractor Elects Trade Secret

“The Contractor will retain a 
nonexclusive royalty-free 
license” but Gov’t obtains title

[Exception: Contractor did not 
“played by the rules”]
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Govt Rights - Patents

March-In Rights

Agencies can require 
licensing of inventions if 
invention not being 
commercialized 

35 U.S.C. § 203
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Govt Rights - Patents

Domestic Manufacture

Any products embodying the 
subject invention must be 
manufactured substantially in 
the U.S.  (except when “not 
commercially feasible”) 
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Opportunity - Patents

A Patent Can Result In Sole Source
“Where protester contends that patent 
indemnity clause in solicitation results in 
supplier of patented item being in sole-
source position, but record shows that 
agency has reasonable basis for concluding 
that use of clause was authorized by 
regulations, clause is unobjectionable.”

Barrier-Wear, B-240563 (1990)
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Technical Data

II. Allocation of 

Rights to Trade 

Secrets Involving 

SBIRs
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Technical Data

Categories of Trade Secrets

• Technical data -- noncommercial

• Computer software –
noncommercial

• Technical data – commercial

• Computer software - commercial
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Two Different Regimes

FAR 
v.

DFARS
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Two Different Regimes

• FAR § 52.227-20 Rights in Data

-- SBIR Program

• DFARS § 252.227-7018 Rights 

in Noncommercial Technical 

Data & Computer Software –

SBIR Program 
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FAR § 52.227-20

• “[T]he Government will use these data for

Government purposes only, and they shall not

be disclosed outside the Government (including

disclosure for procurement purposes) during

such period without permission of the

Contractor, except that, subject to the foregoing

use and disclosure prohibitions, these data may

be disclosed for use by support Contractors.”

• Government has royalty free license to use.
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FAR – When Expires 

“For a period of 4 years … after acceptance of

all items to be delivered under this contract.”

Offerors permitted to negotiate a longer

period of time. DFARS § 27.408(h).
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DFARS § 252.227-7018

“SBIR data rights” means the Government's 

rights during the SBIR data protection period 

to use, modify, reproduce, release, perform, 

display, or disclose technical data or computer 

software generated a SBIR award as follows: 

(i) Limited rights in such SBIR technical data; 

and 

(ii) Restricted rights in such SBIR computer 

software. 
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DFARS – When Expires 

“[During the period commencing with

contract award and ending upon the date

five years after completion of the project

from which such data were generated. ***

Upon expiration of the five-year restrictive

license, the Government has unlimited

rights…. DFARS § 252.227-7014(b).
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NEWS FLASH!

“The SBIR/STTR Protection Period begins 

with award of an SBIR/STTR Funding 

Agreement and ends twenty years, or 

longer at the discretion of the Participating 

Agency, from the date of award of an 

SBIR/STTR Funding Agreement (either 

Phase I, Phase II, or Federally-funded 

SBIR/STTR Phase III)….”
SBA SBIR Policy Directive, April 2, 2019 at § 8(a)(4) 
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NEWS FLASH!

“SBA adopts the Government Purpose 

definition, as found at DFARS, to 

define the Federal Government's rights 

in appropriately marked SBIR/STTR 

Data after the protection period 

expires.”
SBA SBIR Policy Directive, April 2, 2019, comments 

at 84 Fed. Register 12801
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Phase III  SBIR Rights

“SBIR/STTR Data Rights apply to

all SBIR/STTR awards, including

subcontracts or subgrants to such

awards, that fall within the

statutory definition of Phase I, II,

or III of the SBIR/STTR programs”
SBA SBIR Policy Directive § 8(b)(2)
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Phase III  SBIR Rights

“an agency must not make

issuance of an SBIR/STTR award

conditional upon the small

business negotiating or consenting

to negotiate modification or

transfer of these rights.”
SBA SBIR Policy Directive § 8(a)(4)
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DoD Rights – Trade Secrets

Total 

Govt $

Mixed 

Funding

Total 

Vendor $

Tech

Data
Unlimited GPR Limited

Software Unlimited GPR Restricted
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